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DETAILED ACTION 
Response to Arguments 

1 . The rejection(s) of claims 21 , 24, 30, 31 , 39, 42 on tine ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-4, 8-10 of U .S. 
7,485,241 have been withdrawn in view of the Terminal Disclaimer filed on 10/2/2009 

However, Applicant's arguments filed 10/2/2009 with respect to the rejection(s) of 
claims 21 , 24, 30, 31 ,42 under 35 U.S.C. 102(e) as being anticipated by Nishida et al 
(US 6,669,748)/ the rejection(s) of claims 39, 64, 65, 74, 75, 81 ,83, 86 under 35 U.S.C 
103(a) as set forth in the previous office action have been fully considered but they are 
not persuasive. 

The applicants argue that the cited reference of Nishida fails to disclose the limitation 
of the claimed concentration of at least one alkaline metal earth selected from the group 
consisting of calcium, strontium, and mixtures thereof; based on the total weight of the 
polishing composition because all disclosure for calcium or strontium ions is expressed 
as in the silica particle, not in the polishing composition, as specified in the pending 
claims. This argument is unpersuasive because of the following reasons: 

Nishida discloses the passages, in col 2, lines 1-56, "to provide a dispersion liquid of 
silica particles for polishing with a low content of Na ions and also with specified range 
of content of ions other than Na ions", "the Na ions may move disperse", "the other ions 
such as Mg, Ca, Sr", which can be interpreted as ions such as calcium or strontium 
contained in the dispersion liquid for polishing/polishing composition 



Application/Control Number: 10/568,727 Page 3 

Art Unit: 1792 

Since Nisliida's dispersion liquid of silica particles for polishing meets all requirements 
of the claimed chemical mechanical polishing because the dispersion liquid contains: 
silica particles, 300 ppm of Ca ions ( col 2, lines 55-60) which reads on about 5x10- 
3/0.2 ppm to about 10 mmoles/kg/400 ppm of calcium, wherein the polishing 
composition has a pH of about 8 to about 12 (col 4, lines 25-30), water ( col 3, lines 24- 
25) and Nishlda also discloses that " the concentration of silica particles dispersion 
liquid as described above, when calculated as that of Si02 should preferably be in the 
range from 5 to 50 weight percent (col 3, lines 31-34), thus Nishida disclosure of " the 

silica particles includes ions other than Na ions A content of these ions ...in the range 

from 300 ppm to 2 weight %" (col 2, lines 57-61) reads on the claimed feature (b) of 
claim 21 since the term "comprising" in claim 21 does not limit that calcium or strontium 
Ions Is expressed in the polishing composition 

The applicants argue that there is no suggestion to combine the references of Nishida 
and Tsuchiya because Tsuchiya does not teach the claimed concentration of at least 
one alkaline metal earth selected from the group consisting of calcium, strontitum, and 
mixtures thereof; based on the total weight of the polishing composition. This argument 
is unpersuasive because Tsuchiya is relied only for the teaching of "a slurry for CMP 
comprises 2.5 wt % of hydrogen peroxide/oxidizing agent". Since the motivation to 
combine the references comes from Tsuchiya, one skilled in the art at the time the 
invention was made would have found it obvious to modify Nishida polishing liquid to 
include Tsuchiya teaching in order to produce the claimed invention as per claim 39 
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The applicants argue tliat tliere is no suggestion to combine the references of 
Tsuchiya and Nishida because Nishida does not disclose the limitation of the claimed 
concentration of at least one alkaline metal earth selected from the group consisting of 
calcium, strontium, and mixtures thereof; based on the total weight of the polishing 
composition. This argument is unpersuasive since it is maintained that Nishida 
discloses the claimed concentration of at least one alkaline metal earth selected from 
the group consisting of calcium, strontium in the polishing composition/ based on the 
total weight of the polishing composition, as set forth above, one skilled in the art at the 
time the invention was made would have found it obvious to modify Tsuchiya polishing 
method to Include Nishida teaching in order to produce the claimed invention as per 
claim 64 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described In (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an International application filed under the treaty defined In section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 21, 24, 30, 31,42 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Nishida et al (US 6,669,748) 

Nishida discloses a dispersion liquid for polishing. The liquid comprising: 
silica particles ( col 6, lines 45-46) 
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300 ppm to 2 weight percent of Ca ions in tine dispersion liquid ( col 2, lines 1-5; 55-60) 
which reads on about 5x10-3/0.2 ppm to about 10 mmoles/kg/400 ppm of calcium 
based on the total weight of the polishing composition 

water (col 6, lines 40-41) wherein the polishing composition has a pH of about 8 to 
about 12 (col 4, lines 25-30), the polishing liquid further comprises hydrogen 
peroxide/an oxidizing agent, BTA, complexing agent and organic acid, citric acid (col 6, 
lines 58-67; col 7, lines 1-3) 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 39 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nishida et al 

(US 6,669,748) in view of Tsuchiya et al (US 2001/0006224) 

Nishida polishing liquid has been described above. Unlike the instant claimed invention 
as per claim 39, Nishida fails to disclose the limitation that wherein the oxidizing agent is 
present in the polishing composition in an amount of about 0.5 to about 8 wt.% based 
on the total weight of the polishing composition 

Tsuchiya discloses a slurry for CMP comprises 2.5 wt % of hydrogen peroxide/oxidizing 
agent (page 5, paragraph 0069) 

One skilled in the art at the time the invention was made would have found it obvious to 
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modify Nisliida polisliing liquid to include 2.5 wt % of the oxidizing agent in view of 
Tsuchiya since Tsuchiya discloses that the content of the oxidizing agent in the 
polishing slurry is preferably at 10 wt% or less for preventing dishing and adjusting a 
polishing rate to a proper value (page 3, paragraph 0045) 

4. Claims 64, 65, 74, 75, 81,83, 86 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tsuchiya et al (US 2001/0006224) in view of Nishida et al (US 
6,669,748) 

Tsuchiya discloses a method of polishing a substrate comprising the steps of: providing 
a substrate, the substrate comprises tantalum ( page 2, paragraph 0023) providing a 
chemical-mechanical polishing composition comprising: silica particles, calcium, 
strontium, water, wherein the polishing composition has a pH of about 9, the polishing 
composition also includes oxidizing agent (2.5 wt %), BTA, citric acid, organic 
acids/complexing agent (page 2, paragraph 0027, page 3, paragraphs 0030, 0043, 
0045 and 0047, page 4, paragraph 0053, page 5, paragraph 0069) 
applying the chemical-mechanical polishing composition to a portion of 
the substrate and abrading a portion of the substrate with the polishing composition to 
polish the substrate (page 2, paragraph 0023; fig. Ic) 

Unlike the instant claimed invention as per claim 64, Tsuchiya fails to disclose that the 
polishing composition comprises about 5x10-3/0.2 ppm to about 10 mmoles/kg/400 ppm 
of calcium based on the total weight of the polishing composition 
Nishida discloses a dispersion liquid for polishing. The liquid comprising 300 ppm of Ca 
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ions ( col 2, lines 55-60) which reads on about 5x10-3/0.2 ppm to about 10 

mmoles/kg/400 ppm of calcium based on the total weight of the polishing composition 

One skilled in the art at the time the invention was made would have found it obvious to 

modify Tsuchiya polishing composition to include 300 ppm of Ca ions as per Nishida 

since Nishida discloses in col 2, lines 60-67, col 3, lines 1-3 that 

Wb&n the conleat of iom other than Na ioas is less than 
300 ppm, a quaaitity of catioas on a suchcs^ of the silica 
iS particle is too small snd stability of the silica particle 
dispersion Uquicl is poor, which gives some negative effects 
for such use as ths low workability with low cost 

performance, and even if it is used as a polishing agent or a 
polisliing material, sometimes a sufficient polishing speed 
can not be obtained. When the content of ions other than Na 

5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Conclusion 

6. Any inquiry concerning tliis communication or earlier communications from tine 
examiner should be directed to LAN VINH whose telephone number is (571)272-1471. 
The examiner can normally be reached on M-F 8:30-5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nadine Norton can be reached on 571 272 1465. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Lan Vinh/ 

Primary Examiner, Art Unit 1792 



